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DETAILED ACTION 



1. 



This is in response to the communication dated 3/10/2010. 



Status of Claims 



2. 



Claims 1-18 have been examined. 



3. 



Claims 1-18 are pending. 



Acknowleclgement(s) 



4. The information disclosure statements (IDS) submitted on 9/08/2006 and 
5/23/2007 are in compliance with the provisions of 37 CFR 1 .97. Accordingly, the 
information disclosure statements are being considered by the examiner. 



5. The specification is objected to as failing to provide proper antecedent basis for 
the claimed subject matter. See 37 CFR 1 .75(d)(1) and MPEP § 608.01 (o). Correction 
of the following is required: personal digital key hard drive (claim 8), reader/decoder 
circuit card (claim 9), and identification data separately provided (claim 16). 

6. Additionally, the specification is objected since the written description on the 
"personal digital key" only requires as "wireless" (see 1|0029 of the instant application 
specification). This represent narrower than the class of all tangible data keys, as 
claimed in claims 2-18. 



Specification 
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Claim Rejections - 35 USC § 101 

7. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

8. Claims 1, 5, and 16-18 are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter. 

9. Per claims 1 and 5, the claims are directed to a personal digital key and a 
computer readable medium. Per MPEP 2111, the claims must be given their broadest 
reasonable interpretation (BRI). Under such guideline, the "personal digital key" is 
interpreted as nonfunctional descriptive material, e.g. compilation of data, which does 
not constitute a statutory process, machine, manufacture, or composition of matter. 
Additionally, the specification of instant application is void of description on "computer 
readable medium". Hence, the "computer readable medium" is read to be a carrier 
signal which represents non-statutory subject matter. See MPEP 2106.01 . 

1 0. Per claims 1 6-1 8, based on Supreme Court precedent (See also Diamond v. 
Diehr, 450 U.S. 175, 184 (1981); Parker v. Flook, 437 U.S. 584, 588 n.9 (1978); 
Gottschalk v. Benson, 409 U.S. 63, 70 (1972); Cochrane v. Deener, 94 U.S. 780, 787- 
88 (1876)) and recent Federal Circuit decisions, a §101 process must (1) be tied to a 
particular machine or apparatus (machine implemented); or (2) particularly transform a 
particular article to a different state or thing. In addition, the tie to a particular 
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apparatus, for example, cannot be mere extra-solution activity. See In re Bilski, 88 
USPQ2d 1385 (Fed. Cir. 2008). 

11. An example of a method claim that would not qualify as a statutory process 
would be a claim that recited purely mental steps. 

12. To meet prong (1), the method step should positively recite a particular machine 
or apparatus to which it is tied. This may be accomplished by having the claim 
positively recite the machine that accomplishes the method steps. Alternatively or to 
meet prong (2), the method step should positively recite identifying the material that is 
being changed to a different state or positively recite the subject matter that is being 
transformed. 

1 3. In this particular case, claims 1 6-1 8 fail prong (1 ) because the recited method 
steps, e.g. providing and authenticating, are not tied to a device. Additionally, the 
claim(s) fail prong (2) because the method steps do not transform the underlying subject 
matter to a different state or thing. Applicants are advised to amend the claims to 
positively recite the machine that accomplishes the method steps. 



Claim Rejections - 35 USC § 112, 2^" paragraph 

14. The following is a quotation of the second paragraph of 35 U.S.C. 1 1 2: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 
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15. Claims 2-4 and 7-18 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

16. Per claims 2-4 and 7-15, the claims recite "reader/decoder circuit". It is unclear 
whether the recited 7" represent or or and. 

1 7. Per claims 8 and 9, the claims recite terms that are not defined in the 
specification of instant application and terms that are not clear to one of ordinary skill in 
the art. The terms are "a personal digital key hard drive" and "a reader/decoder circuit 
card". An essential purpose of patent examination is to fashion claims that are precise, 
clear, correct, and unambiguous. Only in this way can uncertainties of claim scope be 
removed. See In re Zletz^3 USPQ2d 1320 (Fed. Cir. 1989). 

18. Per claim 10, the recited "wherein data from the personal digital key transfers 
and receives data through a secure RF port on the computer" is unclear. For example, 
the claim suggests data transfers and receives data through a secure RF port. An 
essential purpose of patent examination is to fashion claims that are precise, clear, 
correct, and unambiguous. Only in this way can uncertainties of claim scope be 
removed. See In re ZletzA2> USPQ2d 1320 (Fed. Cir. 1989). 

19. Per claims 13 and 15, the claim is directed towards a system, specifically a 
personal digital key, a computer readable medium, a reader/decoder circuit, and a 
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computer hard drive. Tine claim, liowever, is also directed toward a method step(s), e.g. 
"data transmitted by the personal digital key ... is authenticated". It has been held a 
single claim which purports to be both a product or machine and a process is 
ambiguous and is properly rejected under 35 USC 112, second paragraph, for failing to 
particularly point out and distinctly claim the invention. See Ex Parte Lyell, 17 LISPQ2d 
1548 (B.P.A.I. 1990). 

20. Per claims 16-18, the recited "wherein the personal digital key is stores 
information unique to the user" (see independent claim 16) is unclear. The Examiner 
will interpret as "wherein the personal digital key stores information unique to the user". 

21 . Furthermore, the claim recites "information relayed from the personal digital key" 
without reciting "receiving information from the personal digital key". Such omission is 
considered as being incomplete for omitting essential steps, such omission amounting 
to a gap between the steps. See MPEP § 2172.01 . Similarly, the claim recites 
"identification data separately provided" without reciting "receiving identification data". 

Claim Rejections - 35 USC § 102 

22. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 

form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 
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(b) the invention was patented or described in a printed publication in this or a foreign country or in 
public use or on sale in this country, more than one year prior to the date of application for patent in 
the United States. 

23. Claims 1, 2, 4, 6, 14, and 15 are rejected under 35 U.S.C. 102(b) as being 
anticipated by US Patent Application No. 2002/0083318 ("Larose"). 

24. Per claim 1 , Larose discloses: 

• a personal digital key (see T10005; 1|0006; 1|0069); and 

• a computer readable medium that is accessible when authenticated by the 
personal digital key (see 1|0005; 1|0006; 1|0034; 1|0065; 1|0069, the computer 
readable medium, e.g. CD, is not accessible without the use of digital key). 

25. Furthermore, a computer readable medium "that is ..." represent functional 
language and do not move to distinguish over the prior art. While features of an 
apparatus may be recited either structurally or functionally, claims directed to an 
apparatus must be distinguished from the prior art in terms of structure rather than 
function alone. See MPEP 21 14; In re Swineheart, 169 USPQ 226; In re Schreiber, 44 
USPQ2d 1429 (Fed. Cir. 1997). 

26. Per claim 2, Larose also discloses a reader/decoder circuit wherein the personal 
digital key is a tangible object, capable of wireless communication with the 
reader/decoder circuit (see Fig. 4; 1|0006; 1|0023). 

27. Per claim 4, Larose further discloses a swipe unit wherein the reader/decoder 
circuit is located in the swipe unit (see Fig. 4; 1|0006; 1|0025; 1|0068; 1|0069; 1|0072). 
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28. Per claim 6, Larose furtlier discloses wherein the personal digital key is a 
tangible article (see Fig. 4; 1|0006; 1|0023; 1|0025; 1|0069). 

29. Per claim 14, Larose discloses wherein the swipe unit transfers and receives 
data from a provider through an Internet connection (see Fig. 4, Internet Server and 
Personal Computer; 110027; 1|0033; 1|0050; 1|0070; 1|0073). 

30. Per claim 15, Larose further teaches wherein data transmitted by the personal 
digital key to the computer is authenticated by personal digital key data stored in the 
database (see Fig. 2; Fig. 7; 110005; 110006; 110026; 110033; 110034; 110035). 



Claim Rejections - 35 USC § 103 

31 . The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

32. Claims 3, 5, 7-1 3 and 1 6-1 8 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over US Patent Application No. 2002/0083318 ("Larose"). 



33. Per claim 3, Larose discloses a computer with a computer hard drive (see Fig. 1 ; 
Fig. 4; Fig. 7; 110003; 110068; 110070; 110078; 110079). Larose is silent on the location of 



Application/Control Number: 10/598,735 Page 9 

Art Unit: 3685 

the reader/decoder, e.g. wherein the reader/decoder circuit is located in the computer 
hard drive. However, as Larose discloses a computer, hard drive, reader/decoder, and 
tangible personal digital key as described above, the location of the reader/decoder, 
e.g. in the computer hard drive, represent integration of known apparatus and will not 
move to distinguish over prior art. See In re Wolfe, 116 USPQ 443, 444 (CCPA 1961)). 

34. Per claim 5, Larose does not specifically disclose a second personal digital key 
wherein the second digital key also authenticates a user. However, it has been held 
that mere duplication of parts has no patentable significance unless new and 
unexpected result is produced. See In re Harza, 124 USPQ 378 (CCPA 1960). 

35. Per claim 7, Larose further discloses wherein the reader/decoder circuit is 
integrated with the computer (see Fig.1; Fig. 4; Fig. 7). 

36. Per claim 8, Larose further discloses wherein the computer comprises a personal 
digital key hard drive (see Fig.1; Fig. 4; Fig. 7; 1|0003; 1|0008-1|0010; 1|0068; 1|0070; 
110078; 110079). 

37. Per claim 9, Larose further discloses wherein the computer further comprises a 
reader/decoder circuit card (see Fig. 4; Smart Card 430 and Card Reader 435). 
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38. Per claim 10, Larose furtlier discloses wherein data from the personal digital key 
transfers and receives data through a secure RF port on the computer (see 1|0023; 
110025; 110069; claim 4). 

39. Per claim 1 1 , Larose also teaches wherein the computer transmits and receives 
data from a provider through an Internet connection (see Fig. 4, Internet Server and 
Personal Computer; 1|0027; 1|0033; 1|0050; 1|0070; 1|0073). 

40. Per claim 12, Larose discloses a database wherein the database includes an 
account Identifier and a personal digital key identifier (see Fig. 2; Fig. 7; 1|0026; 1f0033; 
110034; 110035). 

41 . Per claim 1 3, Larose further teaches wherein data transmitted by the personal 
digital key to the computer is authenticated by personal digital key data stored in the 
database (see Fig. 2; Fig. 7; 1|0005; 1|0006; 1|0026; 1|0033; 1|0034; 1|0035). 

42. Per claim 16, Larose discloses a method comprising: 

• providing a tangible, personal digital key to a user, wherein the personal 
digital key stores information unique to the user (see Fig. 1 ; Fig. 4; Fig 7; 
110005; 110006; 1|0023; 1|0025; 1|0069). 

43. Larose does not specifically disclose a step of authenticating the user If the 
information relayed from the personal digital key matches identification data separately 
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provided. Larose, liowever, discloses authentication using devices, e.g. dongle, smart 
card, storing secret data (see 1|0005; 1|0006; 1|0025; 1|0026; 110033) and use of user 
name and password protection (see 1|0027), a predictable result is to protect the device 
that stores secret data using password. See KSR International Co. v. Teleflex Inc., 82 
USPQ2d 1385 (U.S. 2007). 

44. Per claim 17, Larose does not specifically disclose wherein the identification data 
is data from a credit card. However, identification data represent non-functional 
descriptive material (NFD) and hence do not move to distinguish over the prior art since 
the NFD are not functionally involved in the steps recited nor do they alter the recited 
structural elements. Thus, this descriptive material will not distinguish the claimed 
invention from the prior art in terms of patentability. See In re Gulack, 703 F.2d 1 381 , 
1385, 217 USPQ 401, 404 (Fed. Cir. 1983); In re Lowry, 32 F.3d 1579, 32 USPQ2d 
1031 (Fed. Cir. 1994); MPEP 2106. 

45. Per claim 18, Larose further discloses wherein the personal digital key transmits 
the unique information through a wireless link (see Fig. 4; 1|0006; 110023; 110023; 110025; 
110069; claim 4). 
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46. In light of Applicants' choice to pursue product claims for claims 1 -1 5, Applicants 
are reminded that functional recitation(s) using the word and/or phrases "for", "adapted 
to", "configured to", or other functional language (e.g. see claim 1 which recites "a 
computer readable medium that is accessible" and claim 2 which recites "capable of) 
have been considered but are given little patentable weight because they fail to add any 
structural limitations and are thereby regarded as intended use language. To be 
especially clear, all limitations have been considered. However, a recitation of the 
intended use of the claimed product must result in a structural difference between the 
claimed product and the prior art in order to patentably distinguish the claimed product 
from the prior art. If the prior art structure is capable of performing the intended use, 
then it reads on the claimed limitation. In re Casey, 370 F.2d 576, 152 USPQ 235 
(CCPA 1967) ("The manner or method in which such a machine is to be utilized is not 
germane to the issue of patentability of the machine itself."); In re Otto, 136 USPQ 458, 
459 (CCPA 1963). See also MPEP §§ 31.06 II (C), 2114 and 2115. Unless expressly 
noted otherwise by the Examiner, the claim interpretation principles in the paragraph 
apply to all claims currently pending. 

47. Additionally, Applicant(s) are reminded that optional or conditional elements {e.g. 
"if claim 16) do not narrow the claims because they can always be omitted. See e.g. 
MPEP §2106 II C and In re Johnston, 435 F.3d 1381, 77 USPQ2d 1788, 1790 (Fed. Cir. 
2006). 
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48. The Examiner finds tliat because tine examined claims recite neitlier "step for" 
nor "means for," the examined claims fail Prong (A) as set forth in MPEP §2181 I. 
Because all examined claims fail Prong (A) as set forth in MPEP §2181 I., the Examiner 
concludes that all examined claims do not invoke 3 U.S.C. §112, 6th paragraph. See 
also Ex parte Miyazaki, 89 USPQ2d 1207, 1215-16 (B.P.A.I. 2008)(precedential). 



Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to STEVEN KIM whose telephone number is (571 )270- 
5287. The examiner can normally be reached on Monday - Thursday (7:30AM - 

5:00PM). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Calvin Hewitt can be reached on (571)272-6709. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding tine status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

IS. K.l 

Examiner, Art Unit 3685 



/Calvin L Hewitt 11/ 

Supervisory Patent Examiner, Art Unit 3685 



